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REMARKS 

I. Status of Claims 

Claims 22-32 are pending in this application. No claim has been amended by 
this response. 

Applicants wish to thank the Examiner for withdrawing the objection over claims 
27, 28, 30, 38, 39, and 41 and the rejection of claims 33-42 under Section 102(b) over 
International Publication No. WO 97/00288. 

II. Rejections Under 35 U.S.C. § 103(a) 

In order to carry the initial burden of establishing a prima facie case of 
obviousness, the Examiner must show (1) that there exists some suggestion or 
motivation, either in the references themselves or in the knowledge generally available 
to one of ordinary skill in the art, to modify the references or to combine reference 
teachings, (2) that there is a reasonable expectation of success, and (3) that all claim 
elements are disclosed by the prior art references. See M.P.E.P. § 2143. For the 
reasons set forth below, Applicants submit that the Examiner has failed to meet this 
burden. 

A. "Admitted prior art" in view of WO '288 

The Examiner has maintained the rejection of Claims 22-31 under 35 U.S.C. 
§1 03(a) over the "admitted prior art" in view of WO '288 for the reasons disclosed on 
pages 3-5 of the Final Office Action. Applicants respectfully traverse this rejection for at 
least the reasons set forth below. 

As previously argued, the Examiner maintains with a vague reference to 
"admitted prior art" that the prior art teaches an electric cable for transporting electric 
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energy comprising at least one conductor and at least one insulating layer or at least 

one covering made of a crosslinked polymer material or elastomer. Office Action, page 

2. The Examiner admits, however, that this prior art does not teach an insulating layer 

comprising the presently claimed elastomer composition; thus, the Examiner relies on 

the teachings of WO '288 to provide this teaching. Id. Because WO '288 allegedly 

teaches that this elastomer composition has certain improved mechanical properties, 

the Examiner reasons that it would have been obvious to use this composition as the 

insulating layer in the composition allegedly taught by the prior art. Id. Applicants 

continue to disagree with this alleged motivation to combine these teachings. 

1. The Examiner's Rationale is Driven by Hindsight; A Person of 
Ordinary Skill in The Art Would Not Have Been Motivated 

As mentioned above, in order to make out a prima facie case of obviousness, the 
Examiner must establish, among other criteria, that the cited references would have 
suggested, to one of ordinary skill in the art, the desirability of the claimed invention. 
M.P.E.P. § 2143.01 . Applicants submit, however, that the Examiner has not proven this 
particular requirement. Instead, the Examiner has relied heavily on the fact that each 
element of the claims is known. Armed with that fact, the Examiner summarily 
dismisses Applicants' arguments of record and makes no specific factual findings as to 
why one of ordinary skill in the art would have combined the references in such a way 
as to produce the claimed invention. 

In the previous response, Applicants contended that if Exxon Corporation 
believed its elastomer composition was suitable for an electric cable it would have 
explicitly stated this, as it had done in WO 97/00523. WO 97/00523 disclosed similar 
ethylene, a-olefin, vinyl norbornene elastomers as WO '288, was filed the same day by 
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the same Applicant. In her response, the Examiner appears to have misunderstood 

Applicants' arguments of record. Final Office Action at 4-5. Applicants did not try to 

argue that "the elastomer composition of WO '288 is not suitable for the electrical cable 

product instantly claimed." Rather, Applicants argued that the fact that Exxon 

Corporation did not disclose that its elastomer composition can be used in electric 

cables, when it has done so in similar applications, is probative evidence of the level of 

ordinary skill in the art. Applicants submit that it is Exxon, and persons of ordinary skill 

in the art, who would not have thought the elastomers to be suitable. Only Applicants 

discovered the converse to be true. 

Indeed, the M.P.E.P. explains that the prior art itself can be used to show the 

level of skill in the art for determining obviousness. M.P.E.P. § 2143.03. Thus, the fact . 

that those skilled in the art, possibly highly skilled in the art, did not think that the 

disclosed elastomer composition would have been useful in electric cables is certainly 

evidence of what would have been obvious to one of ordinary skill in the art at the time 

of the invention. 

Moreover, this fact further emphasizes that the Examiner's analysis is purely 
driven by hindsight. In rebuttal, the Examiner contends that "so long as [the examiner's 
conclusion of obviousness] takes into account only knowledge which was within the 
level of ordinary skill at the time the claimed invention was made, and does not include 
knowledge gleaned only from the applicant's disclosure, such a reconstruction is 
proper." Office Action, pages 3-4. While Applicants certainly agree with this basic 
premise, Applicants find fault with the Examiner's application of it to the present facts. 
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In this case, the Examiner did not only take into account the knowledge of the 
skilled artisan because, as discussed above, others did not find the disclosed elastomer 
composition to be suitable for electric cables. But the Examiner ignores this fact and 
relies on the present specification as a roadmap to construct the claimed invention. 
This, however, is in clear contravention of the standards set forth by the M.P.E.P. 
M.P.E.P. § 2143 (basic requirements of a prima facie case of obviousness). 

On this point, Applicants would like to bring to the Examiner's attention a 
Communication under Rule 51(4), /.e., a Notice of Allowance recently issued by the 
European Patent Office for the corresponding European Patent Application. The EPO 
had only considered Applicants compositions claims invalidated by WO '288 and 
allowed the cable claims over that reference. Applicants provide herewith a courtesy 
copy of the 9/29/00 International Search Report, 9/18/03 EPO Communication 
(rejection), 1 1/14/03 Response to Communication, and 3/22/04 Notice of EPO 
Allowance. 

Accordingly, for at least this reason, the rejection is improper. 

2. Improved Mechanical Strength Alone Would Not Have 

Suggested to One of Ordinary Skill in the Art to Combine 
the Cited References 

The mere fact that WO '288 discloses that its elastomer composition provides 
improved mechanical properties such as compression set resistance would not have 
suggested to one of ordinary skill in the art to combine WO '288 with the "admitted prior 
art." The Examiner has offered no evidence that a person of ordinary skill in the art 
would recognize the recited properties as relevant to an electrical cable. Without such 
evidence, the so-called advantages are meaningless. 
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To the extent that WO '288 does disclose "superior" mechanical properties, it 
discloses them for its disclosed elastomer composition alone (which does not include 
the use of the elastomer in a cable comprising at least one conductor). It is notable that 
every example disclosed in WO '288 relates to fabricated polymeric articles and does 
not mention electrically conductive and semiconductive products. 

Moreover, when making its pronouncements regarding advantages of its 
elastomers, WO '288 is not referring to all prior art elastomers. Rather it expressly 
limited its pronouncement, comparing its elastomers against elastomers that utilize 
dienes other than vinyl norbornene. Abstract. Accordingly, Applicants submit that WO 
'288 only establishes improved properties against elastomers that comprise 40-90 
mole% ethylene, 10-60 mole% alpha-olefin, and 0.2-5 mole% diene (other than vinyl 
norbornene). Id. at page 7. Thus, the Examiner's proposed motivation only applies 
where the primary reference teaches 40-90 mole% ethylene, 10-60 mole% alpha-olefin, 
and 0.2-5 mole% diene (other than vinyl norbornene) and Applicants have not seen any 
evidence of record that the "admitted prior art" establishes this. 

Thus, this disclosure, even when viewed in conjunction with the prior art, does 

not suggest to a person of ordinary skill in the art that these improved mechanical 

properties of a composition carry over to a product comprising the composition. 

3. The Prior Art Did Not Recognize the Nature of the Problem the 
Present Inventors Solved 

It is well understood that a motivation to combine can be established by evidence 

of the nature of the problem to be solved. M.P.E.P. § 2143.01. In this case, however, 

the prior art cited by the Examiner fails to recognize or appreciate the technical problem. 
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For example, as explained in the present specification, the present inventors 
sought to devise "an electric cable with a covering consisting of a polymer material 
possessing mechanical and electrical properties adequate for the usual utilization 
conditions, while maintaining high electrical strength even in the presence of moisture, 
without using potentially polluting products . . . ." Specification, page 4, lines 21-32. 
The present inventors solved this problem by using as the base material for the "at least 
one insulating layer" the presently claimed elastomer composition. 

As discussed at length in the specification, the "admitted prior art" taught electric 

cables comprising polluting products, such as lead. Id. at page 2, line 9 - page 4, line 

20. The very material the present inventors sought to remove from its claimed 

invention, due to pollution problems. And, further, WO '288, did not recognize that its 

composition could be used successfully as a base material in an insulating layer of an 

electric cable; thus, avoiding the need of lead. Indeed, WO '288 does not mention or 

discuss its elastomers' electrical properties at all. It is evident, then, that even when the 

"admitted prior art" is viewed in conjunction with WO '288, nothing explicitly or implicitly 

suggests the solution to the technical problem the present inventors ultimately solved. 

Thus, in view of this failing, the cited prior art would not have rendered the claimed 

inventions obvious. 

4. There is No Evidence For a 

Reasonable Expectation of Success 

The Examiner has provided no basis for concluding that the proposed application 
of WO '288's elastomers in the "admitted prior art" compositions would yield a 
successful product. First, as previously noted and acknowledged by the Examiner, WO 
'288 does not teach or suggest that its polymers are suitable for electrical cables. When 
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the assignee of WO '288, Exxon Corp., believed its polymers suitable for electrical 

cables, it explicitly stated so. See, e.g., WO '523 at page 1. Second, the proposed 

motivation to combine has no bearing on success as an electrical cable. 

Thus, there is nothing in the "admitted prior art" or in the cited prior art that 

suggests that the proposed combination would be successful. Until Applicants' 

discovery, those skilled in the art (such as Exxon) did not recognize the suitability of 

such elastomers. 

Thus, the record lacks evidence that one would have combined the cited 

references in the manner suggested by the Examiner. Accordingly, Applicants 

respectfully submit that the Examiner withdraw this improper rejection. 

B. Rejection Over the "Admitted Prior Art" in View of WO '288 and 
Further in View of EP '802 

The Examiner has also maintained the rejection over claim 32 under 35 U.S.C. 
§1 03(a) as unpatentable over the alleged admitted prior art in view of WO '288 and 
further in view of EP 0 893 802 A1 ("EP '802"), for the reasons disclosed at page 3 of 
the Final Office Action. Applicants respectfully traverse this rejection for at least the 
reasons set forth below. 

The Examiner admits that both the admitted prior art and WO '288 do not teach 
the use of "at least one layer including the polymer composition and a conductive filler 
to provide semiconductive properties." Final Office Action, page 2. Thus, the Examiner 
relies on EP '802 which allegedly provides this teaching. The Examiner concludes that 
it would have been obvious to combine these teachings as the use of conductive fillers 
is "typical and well-known in the art as taught by EP '802." 
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However, as discussed above, one of ordinary skill in the art would not have 
been motivated to combine the teachings of the admitted prior art and the WO '288. 
Thus, EP '802, as relied on by the Examiner for its teachings of conductive fillers, does 
not cure the fundamental deficiencies of the underlying references and thus cannot 
render the claimed invention obvious. Accordingly, Applicants respectfully request that 
the Examiner also withdraw this improper rejection. 
III. Conclusion 

In view of the foregoing remarks, Applicants respectfully request the 
reconsideration and reexamination of this application and the timely allowance of the 
pending claims. 

Please grant any extensions of time required to enter this response and charge 
any additional required fees to Deposit Account No. 06-0916. 


Respectfully submitted, 


FINNEGAN, HENDERSON, FARABOW, 
GARRETT & DUNNER, L.L.P. 


Dated: June 14, 2004 
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RE: European patent application No.00943802.9, filed 
14.06.2000, in the name of PIRELLI & C. S.p,A. 


Dear Sirs, 

Reference is made to the above identified application and to the 
Communication pursuant to Article 96(2) EPC dated September 18, 2003. 

As the Examiner himself recalls in said communication, an international 
preliminary examination report (IPER) has already been drawn up for the 
present application in accordance with the PCT. Of course, the IPER had been 
anticipated by a Written Opinion to which the applicant replied submitting 
some arguments. 

As the Examiner rightly noted, the international application had been 
amended and yet the present specification was filed in the unabridged form. 

The amendments effected during the international phase are hereby 
confirmed and the relevant replacing sheets are herewith attached whereas 
some arguments, substantially similar to the ones already submitted during 
the previous phase are herebelow illustrated. 

Claims 12-21 are deleted. 

Claims 1-11 should be deemed as novel and inventive considering that 
the expression "substantially lead-free* in claim 1 has to be considered as a 
functional characteristic according to the principles elaborated by the 
Technical Boards of Appeal of the EPO, f.i. in T500/89. 

In fact, "substantially lead-free" constitutes one of the technical features 
of the cable described by the invention - a criterion, in effect - forming an 
essential element of the teaching of the invention. 

WO 97/00523 does neither teach nor give a hint throughout the 
specification in order to avoid the use of lead in the disclosed electrical device. 
In other words, it does not disclose "directly and unambiguously" an electrical 
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device wherein at least one insulating layer comprises a substantially lead-free 
polymer composition according to the present invention. 

Indeed, WO 97/00523 discloses an electrical device showing electrical 
compound formulations always comprising lead compounds in remarkable 
amounts (10 phr, see Table 2, page 20) since it was well known in the art that 
to prevent the decay of dielectric strength in time and in the presence of water, 
lead compounds had to be added to the polymer formulations (see the present 
specification, page 2, lines 1-8 and page 4, lines 21-29). 

As it has been re-affirmed several times by the Boards of the EPO (see 
also the Guidelines for Examination in the EPO, C IV, 7.3), in determining 
novelty, a prior art document should be read as it would have been read by a 
person skilled in the art, who, evidently, in the present case, could not learn 
directly and unambiguously from WO 97/00523 that lead could not be used in 
the disclosed polymer formulations, although the problem was long felt in the 
field (see f.i. the present specification, page 2, line 9 to page 3, line 9). 

Once the novelty of claim 1 is recognised, in view of the "substantially 
lead-free" feature according to the above arguments, the same should be done 
for claims 2-10, since they all depend on claim 1. 

As to the objection concerning the inventive step of the present 
invention, there is noted that according to the "problem-solution" approach, 
WO 97/00523 does not appear to be the closest prior art to the invention. 

In fact, by reading the '523 specification, the skilled man learns that the 
technical problem faced therein stands in indicating an "elastomeric polymer 
insulating material for electrical devices that can be extruded relatively rapidly, 
in the substantial absence of surface roughness, having a relatively rapid cure 
rate, relatively high cure state and relatively low electrical loss..." as well as an 
"improved long term heat aging and lower cure additives consumption, all of 
which may reduce the overall manufacturing cost of the cable insulation 
and/or improve quality" (see '523, page 3, lines 7-12). 

Adversely, the present invention is to be considered as an effort to 
produce an electric cable with a covering consisting of a polymer material., 
"capable of maintaining high electrical strength even in the presence of 
moisture, without using potentially polluting products which can present a 
problem when the cable has to be disposed of at the end of its life (see the 
present description, f.i. page 4, lines 21-29). Since the technical problem with 
which the invention deals is plainly different from the one faced by '523, the 
skilled man would have not even taken the latter document into consideration 
to solve the long felt problem pointed out in the present specification. 

Regardless of the different technical problem, WO '523 discloses - 
nevertheless- some tests (see page 18, lines 3-9 and page26, Table 9) 
evaluating wet electrical properties of some of the formulations "suitable" for 
the device of the invention; the superior electrical properties of such 
formulations, after ageing in water, are ascribed to the absence of calcium 
residues; vet, any tested formulation contains lead compounds , therefore 
confirming that the skilled man knew very well that the use of lead would have 
prevented the decay of electrical properties in time and in the presence of 
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water, as above already recalled. Accordingly, the skilled man would have had 
no hints, from WO '523. as to how to obtain enhanced electrical properties 
without any lead comprised in the insulating layer of the electrical device . 

A further evidence of the correctness of the above arguments can be 
found in observing the absence throughout the specification of the '523, not 
only in the examples, of any pointer which would have suggested to the skilled 
man that the prior art formulations, yet "substantially lead-free", would have 
been able to solve a technical problem completely different from the one dealt 
with by '523. . 

To state that the skilled man would have indeed solved the technical 
problem dealt with by the invention on the basis of the '523 disclosure would 
seem to be an ex post facto analysis, which should be however avoided when 
evaluating the inventive step. 

In view of the foregoing, claims 1-11 are deemed to be both novel and 
inventive according to artcles 52(1), 54(l)-(2) and 56 EPC. 

Herewith enclosed in triplicate are replacement sheets of pages 6, 7, 24 
reflecting the deletion of the composition from the scope of the application. 

Claims 12-21 (and page 25) are deleted. 

Also the abstract page (original page 26) is herein attached in triplicate 
as a replacement sheet, having been re-numbered due to the complete deletion 
of page 25. 

As it has already been stated above, claims 1-11 remain unchanged, 
whereas claims 12-21 are cancelled. 

With best regards, 

Vincenzo Mancini 
(representative) 


Encl.: replacement sheets: (pages 6,7,24,25) 3x 


J 


IS EPA€P0OEB 

D-80298 Munchen 

+49 89 2399-0 
TX 523 656 epmu d 
FAX +49 89 2399-4465 


Mancini, Vincenzo, Dr. 

Ing. A. Giambrocono & C. s.r.L, 

Via Rosolino Pilo 19£ 

20129 Milano 

ITALIE 


Europaisches 
Patentamt 


Generatdirektion 2 


European 
Patent Office 


Directorate General 2 


Office europ6en 
des brevets 


Direction Gen6rale 2 



Application No. 

Ref. 

Date 

00 943 802.9 - 2124 

G68465 VMfcf 

22.03.2004 

Applicant 



Pirelli & C. S.p.A. 




Communication under Rule 51(4) EPC 


You are informed that the Examining Division intends to grant a European patent on the basis of the 
above application with the text and drawings as indicated below: 


In the text for the Contracting States: 
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Description, Pages 

1-5, 8-22 
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as published 

received on 1 4.1 1 .2003 with letter of 1 3.1 1 .2003 


Claims, Numbers 

1-11 


as published 


Drawings, Sheets 

1/2-2)2 


as published 


A copy of relevant documents is enclosed 

The title of the invention in the three official languages of the European Patent Office, the international 
patent classification, the designated Contracting States, the registered name of the applicant and the 
bibliographic data are shown on the attached EPO Form 2056. 


You are requested within four months of this notification 
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